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REMARKS 

The Official Action of August 24, 2000 has been carefully considered and reconsideration 
of the application as amended is respectfully requested. 

Claim 1 has been amended by incorporating thereinto the recitations from claims 10 and 
1 1 and part of the recitations from claim 5. Claim 26 has been amended by incorporating 
thereinto the recitations from claims 30 and 33. Claims 10, 11, 30 and 33 have been cancelled. 

New claim 37 has been added more completely to define the subject matter which 
Applicants regard as their invention. Support for the recitations in claim 37 appears in the 
Examples on pages 41-43, pages 47 - 49 and pages 53 - 54 of the specification, wherein it can 
be seen that water is the major component of the exemplified ink composition. 

Claims 17 and 31 have been amended to remove the basis for the Examiner's rejection 
of these claims under 35 USC 112, second paragraph. The rejection to claim 11 has been 
rendered moot by cancellation of the claim. All claims as amended are believed to be 
sufficiently definite to satisfy the dictates of 35 USC 112, second paragraph. 

The Examiner has rej ected the claims under 3 5 USC 1 02(e) as allegedly being anticipated 
by Nguyen et al or under 35 USC 102(b) as allegedly being anticipated by Chassot. The 
Examiner has also rejected the claims under 35 USC 1 03(a) as allegedly being unpatentable over 
Nguyen et al or Chassot either alone or in combination with the references cited at paragraphs 
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13 - 20 of the Official Action. Applicants respectfully traverse these rejections. 

First, Applicants note that the claims have all been limited to a first aspect of the 
invention described in the specification wherein a polymer encapsulates the colorant. This 
aspect is described on page 30, lines 17 - 27 of the specification. 

The polymer defined in the claims as amended has the advantage of forming images 
which are good in lightfastness. The polymer has a glass transition point of 30°C or below. 
This feature is described on page 32, lines 37 to page 33, line 3 of the specification. A polymer 
having a glass transition point of 30 °C or below will become a film at room temperature (see 
specification at page 25, lines 6 - 11). (Although the specification at page 25, lines 6-11 
describes a specific polymer, a polymer having a glass transition point of 30 °C or below 
generally possesses this property, i.e., a film-forming property at room temperature.) In other 
words, a minimum film- forming temperature of the claimed polymer is expected to be below 
30°C. 

When the claimed ink is deposited on a recording medium such as paper, solvents of the 
ink firstly permeate into the medium. The colorant fine particles remain and gather each other 
on the paper. Since the claimed colorant fine particle has a film-forming property, the fine 
particle then becomes a film which still envelops the colorant. Since the polymer has a glass 
transition point of 30°C or below, i.e., the polymer has a film-forming property at room 
temperature, the fine particle becomes a film by itself. According to the claimed invention, the 
film enveloping the colorant has an ultraviolet absorbing property and/or a light stabilizing 
property. In the film, the interior colorant is effectively protected from UV light. 
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The references cited by the Examiner do not show or suggest these claimed features in 
combination. The Nguyen reference does not disclose a colorant encapsulated with a polymer 
with the claimed glass transition point. The Chassot reference is silent with respect to a film- 
forming property or a glass transition point of the polymer disclosed therein. The Examiner has 
cited other references and asserted that these other references suggest the use df a polymer which 
has a film-forming property at room temperature. However, these references do not suggest the 
use of the claimed polymer for encapsulating a colorant. Furthermore, these references do not 
disclose or suggest the advantages of the use of the colorant encapsulated with such a polymer 
as discussed above. Moreover, the control over a glass transition point or a film-forming 
temperature of a polymer is important to form a film enveloping a colorant, as discussed above. 
In this combination, the colorant is effectively protected from UV light with the film. There is 
no description or suggestion in the references of controlling a glass transition point or a film- 
forming temperature of a polymer. None of the references discloses or suggests the formation 
on a recording medium of a film enveloping a colorant by means of a fine particle which 
comprises a colorant encapsulated with the claimed polymer. 

With particular respect to the Chassot reference, Applicants respectfully note that the 
reference does not disclose an aqueous ink composition, but rather discloses an oil-base ink 
composition. In Example 1 of Chassot, firstly a pigment coated with a polymer having a 
hindered amine structure was obtained (see Chassot at column 20, lines 2 and 3). The pigment 
was prepared by drying the residue thus obtained. The pigment was then incorporated into the 
mixture described in Chassot at column 20, lines 6-12. The mixture consists of organic 
solvents or organic substances, and contains no water. Although water was employed in the 
production of the pigment, water was not added into the ink composition that was the final 
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product of the example (see Chassot at column 20, line 2). Regarding other working or actual 
examples of Chassot, there is no example in which the pigment coated with a polymer was 
dissolved in water or a mixture containing water. 

By contrast, the ink composition of the claimed invention contains water as defined in 
claims 1 and 37. That is, the ink composition of the claimed invention is an aqueous or water- 
based ink composition. Applicants emphasize that Chassot describes oil-based inks only and 
discloses no working or actual examples of an aqueous or water-based ink composition. The 
pigment disclosed by Chassot thus would have been considered for an oil-based ink composition, 
not an aqueous or water-based ink composition. 

In addition to the above, Applicants respectfully note that, in the claimed ink composition, 
the polymer has a carboxyl or sulfonic acid group. Please note that these hydrophilic groups 
give the polymer a good stability in an aqueous ink composition. Since, as discussed above, the 
pigment of Chassot is intended for use in an oil-based ink composition, the combination of these 
hydrophilic groups and the colorant fine particle is not suggested by the Chassot reference. 
Furthermore, the combination is not disclosed or suggested by the other references cited by the 
Examiner. 

In view of the above, it is respectfully submitted that the claims as amended are 
patentably distinguishable from the cited art. Accordingly, it is respectfully requested that the 
prior art rejections of record be withdrawn. 

The Examiner has provisionally rejected certain claims of the application under the 
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judicially created doctrine of obviousness-type double patenting over claims of copending 
application Serial No. 09/067,389. Applicants respectfully traverse this rejection. 

In the claims as amended, the pigment in the ink composition is encapsulated with the 
recited polymer. By contrast, in the ink composition in the claims of the copending application, 
a polymer is added in the form of fine particles as an independent substrate to a pigment. The 
Examiner has cited no reference which would show or suggest amending the claims of the 
copending application to arrive at the invention claimed herein. Accordingly, it is respectfully 
submitted that the provisional obviousness-type double patenting rejection cannot stand and 
should be withdrawn. 

The Examiner has provisionally rejected the claims under 35 USC 102(e)/l 03(a). 
Applicants respectfully note that, under the express provisions of 35 USC 102(e), the copending 
application Serial No. 09/067,389 is not citable as a reference unless and until a patent actually 
issues therefrom. Accordingly, Applicants respectfully submit that this rejection is premature 
and request that it be withdrawn. 

In any event, Applicants note that, effective November 29, 1 999, subject matter that was 
prior art under former 35 USC 103 via 35 USC 102(e) is now disqualified as prior art against the 
claimed invention if that subject matter and the claimed invention were, at the time the latter 
invention was made, owned by or subject to an obligation of assignment to the same entity (see 
MPEP Section 706.02(1)(1)). Insofar as the Examiner has requested evidence to establish 
common ownership (paragraph 4 of the Official Action), Applicants respectfully call the 
Examiner's attention to the assignments recorded in the Patent and Trademark Office in the 
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respective application files. These assignments convey the entire rights in the respective 
applications to the same entity, Seiko Epson Corporation. Under the provisions of 3 7 CFR 1.104 
and MPEP Section 706.02(1)(2) 5 this evidence should be considered to be sufficient to constitute 
common ownership so as to satisfy the Examiner's inquiry. 

In view of the above, all rejections and objections of record are believed to have been 
successfully traversed and the application is believed to be in allowable form. An early Notice 
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